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-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions.of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )|3 Responsive to communication(s) filed on 08 September 2006 . 
2a)|El This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 0*0 Claim(s) 1^7 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) £3 Claim(s) 1^7 is/are rejected. 

7) D Claim(s) is/are objected to. ? 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawirig(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Specification 

1. Please update the status of Application 10/029,029 in the specification. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claim 7 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 

The specification fails to provide support for a means for avoiding substantially 
alignment of the blank between the faces. Rather, misalignment between the dies and blank is a 
problem of the prior art that the current invention seems to recognize and would like to overcome 
(see [0027-0029]). 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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5. Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by or, in the 
alternative, under 35 U.S.C* 103(a) as obvious over the international reference (WO 96/15888). 

The WO' 888 reference teaches an apparatus for compacting powder into a layer, 
comprising a first pressing mold (9) and a second pressing mold (19), wherein the first and the 
second molds are connected by conveyor means (2, 18), the molds include a lower stationary 
mold (12, 28) and movable upper molds (10, 26), wherein the molds and the conveyor means are 
arranged at the same level (Fig. 1). 

The WO' 888 reference fails to teach or suggest that the pressing faces of the dies are 
larger than the blank so that the blank is not in contact with any other parts of the mold other 
than the upper and lower dies. 

This limitation is the intended use and is inherently, or obvious to one of ordinary skill in 
the art to recognized, that when the dimension of the blank is so small, even when pressed by the 
upper and lower dies, it would not be able to spread to the full surface of the dies. Therefore, it 
would not contact any other parts of the mold beside the upper and lower faces. A recitation of 
the intended use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, then it meets the 
claim. Claims directed to apparatus must be distinguished from the prior art in terms of structure 
rather than function. In re Danly, 263 F.2d 844, 847, 120USPQ 528, 531 (CCPA 1959). 
"[AJpparatus claims cover what a device is, not what a device does" Hewlett- Packard Co. v. 
Bausch &LombInc, 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed Cir. 1990). 
(Emphasis in original) It has been held that a functional limitation asserted to be critical for 
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establishing novelty may, in fact, be an inherent characteristic of the prior art. The applicants is 
required to prove that the subject matter shown in the prior art does not necessarily possess the 
characteristics relied on. In re Schreiber, 128 F. 3d 1473, 1478, 44 USPQ 2d, 1432 (Fed. Cir. 
1997); See also, In re Spada, 911 F 2d 705, 708, 15 USPQ 2d 1655, 1658 (Fed. Cir. 1977); In re 
Best, 562 F. 2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977); and Ex Parte Gray, 10 USPQ 2d 
1922, 1925 (Bd. Pat. App. &Int 1989). 

In regard to claim 2, the WO'888 reference inherently disclose decorating means 
provided before the pressing molds or in between the pressing molds for applying decorative 
powder (page 14, 4 th -7 th paragraph). 

In regard to claims 3-5, wherein the mold surfaces are substantially flat with the upper 
mold surface (26) is provided with a slight concentric depression and connected to the outer band 
by an inclined surface (Fig. 1, 26). 

In regard to claim 6, one of the upper mold comprise two parts (10, 11) having flat 
surface (Figs. 2-5). 

In regard to claim 7, the means for avoiding exact alignment has not been considered as 
means-plus-function under 1 12, 6 th paragraph, but rather being considered as a means 
comprising active faces, as described and rejected above with regarding to claim 1. 

6. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Longinotti 
(4,158,533). 

Longinotti teaches an apparatus for forming ceramic tiles, comprising first and second 
pressing stations (Fig. 3, 4, 5) each having a lower mold (19) and a movable upper mold (25), 
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and a conveyor system or a rotary table (17) for moving the molds to different stations on the 
same level. 

In regard to the limitation that the blank does not touch other parts of the mold beside the 
upper and lower dies, this limitation is the intended use and is inherently that when the 
dimension of the blank is so small, even when pressed by the upper and lower dies, it would not 
be able to spread to the full surface of the dies. Therefore, it would not contact any other parts of 
the mold beside the upper and lower faces. A recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art structure 
is capable of performing the intended use, then it meets the claim. Claims directed to apparatus 
must be distinguished from the prior art in terms of structure rather than function. In re Danly, 
263 F.2d 844, 847, 120 USPQ 528, 531 (CCPA 1959). "[Apparatus claims cover what a device 
is, not what a device does." Hewlett- Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 
15 USPQ2d 1525, 1528 (Fed. Cir. 1990). (Emphasis in original) It has been held that a 
functional limitation asserted to be critical for establishing novelty may, in fact, be an inherent 
characteristic of the prior art. The applicants is required to prove that the subject matter shown in 
the prior art does not necessarily possess the characteristics relied on. In re Schreiber, 128 F. 3d 
1473, 1478, 44 USPQ 2d, 1432 (Fed. Cir. 1997); See also, In re Spada, 911 F 2d 705, 708, 15 
USPQ 2d 1655, 1658 (Fed. Cir. 1977); In re Best, 562 F. 2d 1252, 1255, 195 USPQ 430, 433 
(CCPA 1977); and Ex Parte Gray, 10 USPQ 2d 1922, 1925 (Bd. Pat. App. & Int. 1989). 
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9. Claims 1, 3-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Miki et a 
(5,776,511). 

Miki teaches an apparatus for forming plates, comprising a first pressing unit (46) with 
upper and lower pressing plates (46 A, 46B), a second pressing unit (51) with upper and lower 
pressing plates (51 A, 5 IB), and a conveyor belt system (45), wherein the pressing plates have a 
flat surface and parallel to each other (Figs. 2 & 4). 

In regard to the limitation that the blank is not in contact with any other parts of the mold 
other than the upper and lower dies, this limitation is the intended use and is inherently included 
in the prior art. When the dimension of the blank is so small, even when pressed by the upper 
and lower dies, it would not be able to spread to the full surface of the dies. Therefore, it would 
not contact any other parts of the mold beside the upper and lower faces. A recitation of the 
intended use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the claim. 

Claims directed to apparatus must be distinguished from the prior art in terms of structure 
rather than function. In re Danly y 263 F.2d 844, 847, 120 USPQ 528, 531 (CCPA 1959). 
"[Apparatus claims cover what a device is, not what a device does." Hewlett- Packard Co. v. 
Bausch &LombInc., 909 F.2d 1464, 1469, 15 USPQ2dl525, 1528 (Fed: Cir. 1990). 
(Emphasis in original) It has been held that a functional limitation asserted to be critical for 
establishing novelty may, in fact, be an inherent characteristic of the prior art. The applicants is 
required to prove that the subject matter shown in the prior art does not necessarily possess the 
characteristics relied on. In re Schreiber, 128 F. 3d 1473, 1478, 44 USPQ 2d, 1432 (Fed. Cir. 
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1997); See also, In re Spada, 911 F 2d 705, 708, 15 USPQ 2d 1655, 1658 (Fed Cir. 1977); In re 
Best, 562 F. 2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977); and Ex Parte Gray, 10 USPQ 2d 
1922, 1925 (Bd. Pat App. &Int. 1989). 



Response to Arguments 

10. Applicant's arguments filed September 08, 2006 have been fully considered but they are 
not persuasive. 

1 1 . The applicants argued that the prior art fails to teach or suggest that the blank does not 
come in contact with any other part beside the upper and lower mold faces. This limitation is the 
intended use of the, apparatus, because depend on the dimension of the blank, so that if the blank 
is so small compared with the pressing faces, it would not contact any other part of the mold 
because it has not covered the entire surface of the pressing faces even after being spread out. 

A recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably distinguish the 
claimed invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. Claims directed to apparatus must be distinguished from 
the prior art in terms of structure rather than function. In re Danly, 263 F.2d 844, 847, 120 USPQ 
528, 531 (CCPA 1959). "[Apparatus claims cover what a device is, not what a device does" 
Hewlett- Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 
(Fed. Cir. 1990). (Emphasis in original) It has been held that a functional limitation asserted to 
be critical for establishing novelty may, in fact, be an inherent characteristic of the prior art. The 
applicants is required to prove that the subject matter shown in the prior art does not necessarily 
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possess the characteristics relied on. In re Schreiber, 128 F. 3d 1473, 1478, 44 USPQ 2d, 1432 
(Fed Or. 1997); See also, In re Spada, 911 F 2d 705, 708, 15 USPQ 2d 1655, 1658 (Fed Or. 
1977); In re Best, 562 F. 2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977); and Ex Parte Gray, 
10 USPQ 2d 1922, 1925 (Bd. Pat. App. & Int. 1989). 

Conclusion 

12. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO . 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thu Khanh T. Nguyen whose telephone number is 571-272-1 136. 
The examiner can normally be reached on Monday- Friday, 6:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gupta Yogendra can be reached on 571-272-1316. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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